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1 . Claims 21 and 29-40 are presented for examination. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 31 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

4. As to claim 31 , applicants make clear on page 8 of their original specification that 
their system has an instruction that can move a value from a machine specific register 
to a general purpose register and an instruction that can move a value from a general 
purpose register to a machine specific register. Claim 31 is worded as if applicants 
have an instruction to move a value from one machine specific register to another 
machine specific register which is not found in applicants' original disclosure. Claim 31 
represents new matter and should be cancelled. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 31 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

7. As to claim 31 , see paragraph 4, supra, for an explanation. 
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8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

9. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

10. Claims 21 and 29-40 are provisionally rejected on the ground of nonstatutory 
double patenting over claims 1-32 of copending Application No. 10/304,199. This is a 
provisional double patenting rejection since the conflicting claims have not yet been 
patented. 

1 1 . The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: Claims 13 and 21-32 of 
Application No. 10/304,199 are virtual duplicates of claims 21 and 29-40, respectively. 

12. Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
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copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

15. Claims 21 and 29-40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Margulis (i860 Microprocessor Architecture) in view of Carbine et al. (Patent No. 
5,222,244). 

1 6. Margulis substantially taught the invention of exemplary claim 21 including a 
system, comprising: a bus (Figs.3-1, p. 35 and 8-10, p. 232); a processor (Figs.3-1 and 
8-10, p. 232) including a plurality of machine specific registers (Fig. 8-10 and pp. 80-99, 
psr, epsr, db, dirbase, fir, and, fsr), wherein each one of the plurality of machine specific 
registers is associated with one or more functional units (pp. 34-36) of the processor; 
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said processor to execute an instruction that updates at least one instruction by 
changing a value of at least one bit in at least one of said plurality of machine specific 
registers (pp. 251-253); and a computer readable medium external to the processor 
(external memory, Fig. 8-10, p. 232) and coupled to the processor by the bus (Fig. 8-10, 
p. 232), the computer readable medium to store said instruction. 

1 7. Margulis taught his instructions were RISC instructions (p. 3). He did not teach 
his instructions were microinstructions. However, Carbine taught using RISC 
instructions as microinstructions was old and well-known in the art (col. 8, lines 15-25). 
One of ordinary skill is motivated to use RISC instructions as microinstructions because 
of their compatibility with current trends in design, fabrication and compiler technologies. 
One would be motivated to apply Margulis' teachings (such as modifying the RM bits in 
the floating point status register (pp. 90-92) and having the fix and pfix instructions (p. 
140) round based on the value in RM) to a system with RISC microinstructions because 
it affords flexibility in the instruction set, as when four different modes of rounding are 
handled by one instruction, without modifying that instruction and without having a 
different instruction for each rounding mode. Also, there is a huge existing market for 
personal computer (PC) systems which convert X86 instructions into RISC-type 
microinstructions for running on newer non-X86 hardware. 

1 8. Applicants have chosen an entirely generic computer system as the environment 
for their claim 1 3 and their other claims. In describing on pages 3-4 their computer 
system represented by Fig. 1 , applicants recite only conventional devices and even 
recite multiple alternative conventional devices for their categories of device. Since 
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applicants' computer environment is merely conventional equipment configured as one 
of ordinary skill would be motivated to do so, the examiner has accorded it little weight 
in terms of providing patentable differentiation. 

1 9. As to claim 29, it differs from rejected claim 21 only in its mention of controlling 
one of the at least two functional units in response to executing said updating 
instruction. The floating point functional unit of Margulis would be appropriately 
controlled as discussed in paragraph 17, supra. 

20. As to claim 30, Margulis taught a method wherein modifying a value of at least 
one bit included in one of the plurality of machine specific registers associated with one 
of the at least two functional units of the processor operates to affect the behavior of an 
other one of the at least two functional units of the processor. Logically, if a functional 
unit can read and/or write some portion of a register's contents then that register must 
be associated with that functional unit. Margulis taught modifying the RM bits in the 
floating point status register (pp. 90-92) and having the floating point fix and pfix 
instructions (p. 140) round based on the value in RM. He also taught RISC core 
instructions Id.c and st.c are used to modify the RM bits (pp. 251-253). 

21 . As to claim 31 , Margulis taught a method wherein a logical source register for 
executing an instruction (Id.c) and a logical destination register for executing a different 
instruction (st.c) are selected from the plurality of machine specific registers (pp. 251- 
253) which is all applicants actually taught in their original disclosure (p. 8 of applicants' 
specification). 

22. As to claim 32, it fails to teach or distinguish over rejected claims 21 and 29-31 . 
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23. As to claims 33-34, Margulis taught controlling a non-performance critical 
function selected from the group consisting of: cache flushing, cache invalidation, 
setting processor features, reading processor features, machine check handling, 
floating point calculations, processor diagnosis, architecture handling for backward 
compatibility, authentication, platform management interrupt, diagnostic functions and 
debug functions. Margulis taught modifying the RM bits in the floating point status 
register (pp. 90-92) and having the floating point fix and pfix instructions (p. 140) round 
based on the value in RM. 

24. As to claim 35, it fails to teach or distinguish over rejected claims 13-26. 

25. As to claim 36, Margulis taught the article of claim 35, wherein the machine- 
accessible medium further includes data, which when accessed by the machine, results 
in the machine performing: moving a value from a general purpose register of the 
processor to the one or more machine specific registers (st.c, pp. 251-253) 

26. As to claim 37, the examiner takes Official Notice that firmware storing external 
microcode that was subsequently fetchable was known to one of ordinary skill in the art 
at the time of applicants' invention as were the benefits (such as greater ability to adapt 
to later design changes) of using external, modifiable microcode in firmware. 

27. As to claims 38-40, they fail to teach or define over rejected claims 21 and 29-37 
in any substantive way. 

28. As best the examiner can tell because of applicants 1 rather limited disclosure, 
applicants and their assignee seem to have borrowed a concept from the Intel i860 
microprocessor and claimed it as a new invention without bothering to mention 
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assignee's related art to the examiner. Modifying the RM bits in the floating point status 
register (pp. 90-92) and having the fix and pfix instructions (p. 140) round based on the 
value in RM sure sounds like the concept being claimed by applicants though 
applicants' imprecise verbiage obscures the nature of their claimed invention. The only 
difference seems to be that the i860 uses a RISC instruction set directly as opposed to 
some combination of complex instructions and what are probably RISC 
microinstructions being used in applicants' system. Anyone of ordinary skill in the art at 
a company like Intel, IBM, AMD, etc. could readily adapt the concept. One of ordinary 
skill would be motivated to adapt the concept because it affords flexibility in the 
instruction set, as when four different modes of rounding are handled by one instruction 
without modifying that instruction and without having a different instruction for each 
rounding mode. 

29. Any inquiry concerning this communication should be directed to William M. 
Treat at telephone number (571 ) 272-41 75. The examiner works at home on 
Wednesdays but may normally be reached on Wednesdays by leaving a voice message 
using his office phone number. The examiner also works a flexible schedule but may 
normally be reached in the afternoon and evening on three of the four remaining 
weekdays. 

30. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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